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DETAILED ACTION 
Claim Rejections • 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 17-38 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claims 17, 20 and 35 use the transitional phrase, "providing for". Transitional 
phrases define the scope of a claim with respect to what un-recited additional 
components or steps, if any, are excluded from the scope of the claim. The use of the 
phrase "providing for" promotes doubt as to whether open or closed claim language is 
intended. Appropriate correction is required. 

4. The term "successful bid" in claims 17, 19 and 36 is a relative term which renders 
the claim indefinite. The term "successful bid" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. For Examination purposes. Examiner is interpreting any bid as being a 
successful bid. 

5. Claim 18 recites the limitation "one said bid" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

6. Claims 21-23 attempt to define a relationship by using the phrase "relating to". 
For Example, Claim 21 recites the limitation, "wherein said posting relates to a plurality 
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of rooms". It is unclear at what point a posting has satisfied related requirement. For 
Examination purposes Examiner is interpreting "relates to" as including; i.e. a posting 
includes a plurality of rooms. 

7. Claim 27 recites the limitation, "wherein said plurality of bidding entities a first 
bidding entity and a second bidding entity, wherein said first bid is submitted by said first 
bidding entity, wherein said second bid is submitted by said second bidding entity". The 
phrase is unclear. For Examination purposes, Examiner is interpreting a wherein said 
plurality of bidding entities comprises a first bidding entity and a second bidding entity. 

8. The term "accessible by said second bidding entity" in claim 29 is a relative term 
which renders the claim indefinite. The term " accessible by" is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. For Examination purposes, Examiner is interpreting a first bid 
which can be seen by a second entity as being accessible. 

9. The term "substantially real-time" in claim 30 and 35 is a relative term which 
renders the claim indefinite. The term "substantially real-time" is not defined by the 
claim, the specification does not provide a standard for ascertaining the requisite 
degree, and one of ordinary skill in the art would not be reasonably apprised of the 
scope of the invention. For Examination purposes, Examiner is interpreting any time as 
being substantially real-time. 

10. Claims 31-32 recite limitations regarding completed membership. forms and 
completed bid submission forms. It is unclear if a form is considered completed when 
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pertinent fields are filled in or if it is completed when the form in it's entirety has been 
filled in. For Examination purposes, Examiner is interpreting membership forms and bid 
submission forms that are submitted, are completed. 

11. The term "associated with" and "special condition" in claim 33 is a relative term 
which renders the claim indefinite. The term "associated with" and "special condition" is 
not defined by the claim, the specification does not provide a standard for ascertaining 
the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. For Examination purposes. Examiner 
interpreting a one bid with any condition as meeting the limitations of this claim. 

12. Claim 35 uses the phrase, "providing for". It is unclear as to when a buyer 
interface has sufficiently provided for submitting a posting or receiving said reservation 
in response to said posting. For Examination purposes, Examiner is interpreting any 
buyer interface capable of performing the recitations as meeting the limitations of this 
claim. 

13. Claims 18, 24-26, 28, 34 and 37-38 contain the same deficiencies through 
dependency and as such, are rejected for the same reasons. 

Claim Rejections - 35 USC §112 

14. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliall contain a written description of tlie invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventpr of carrying out his invention. 

15. Claims 17 and 35 are rejected under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
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to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. Claims 17 and 35 are written in "single 
means claim" fonnat since they recite only one element to do all of the functions recited. 
The claim is not written in "means-plus-function" language, however, in Fiers v. Revel, 
984 F,2d 1164, 25 USPQ2d 1601 (Fed, Cin 1993) the CAFC affirmed a rejection under 
35 use 1 12 of a claim reciting a single element that did not literally use "means-plus- 
function" language. Claims 17 and 35 are drawn to any server" and a "buyer interface" 
respectively, regardless of construct, that performs the function recited. This parallels 
the fact situation in Fiers wherein "a DNA" and a result was recited. The CAFC stated in 
Fiers at 1606 "Claiming all DNA's that achieve a result without defining what means will 
do so is not in compliance with the description requirement, it is an attempt to preempt 

4 

the future before it has arrived". See also Ex parte Maizel, (BdPatApp&Int) 27 USPQ2d 
1662, 1665 and Ex Parte Kung, (BdPatApp&Int) 17 USPQ2d 1545, 1547 (1/30/1989) 
where the claims at issue were rejected for being analogous to single means claims 
even though "means" was not literally used. Thus claims 17 and 35 yield a "server" and 
a "buyer interface" that achieves a result without defining what will do so. 

Claim Rejections ' 35 use § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 



I 
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17. Claims 17-20, 24-26, 30. 33-34 and 36-37 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Moshal et al. U.S. Pre-Grant Publication No. 2001/0042041 A1. 

18. As per Claim 17, Moshal teaches a server (see para. 74 lines 1-4 and para. 75 
lines 1-3), said server providing for: a posting (see para. 131 lines 2-10); a reverse 
auction heuristic (see para. 113 lines 4-6); a plurality of bids, said plurality of bids 
including a successful bid (see para. 96 lines 8-11); wherein said server is configured to 
receive said posting (see para. 131 lines 2-10); wherein said server is configured to 
receive said bids in response to said posting (see para. 48 lines 2-4 and para. 49 lines 
1-4); and wherein said server is configured to selectively identify said successful bid 
from said plurality of bids using said reverse auction heuristic (see para. 104 lines 6-10; 
para. 44 lines 11-16 and para. 183). 

19. As per Claim 18, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches an automated bid, wherein at least one said bid in said plurality 
of bids is said automated bid (see para. 46 lines 6-10). 

20. As per Claim 19, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches wherein said automated bid is said successful bid (see para. 46 
lines 6-10 and para. 96 lines 8-17). 

21 . As per Claim 20, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches said posting providing for a plurality of posting attributes (see 
para. 90 lines 3-5 and para. 94 lines 3-5, Examiner is interpreting a transactional value 
as a preferred price, the limitation, "said posting attributes including at least three of: (a) 
a number of rooms; (b) a target star rating; (c) a preferred price; (d) a room type; (e) a 
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location; (f) a check-in date; (g) a number of nigtits; (h) a meeting space requirement; 
and (i) a banquet space requirement is considered non-functional descriptive material 
and as such is afforded little patentable weight. 

22. As per Claim 24, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches a bidding interface and a bidding entity (see para. 66 line 4 and 
para. 69 lines 1-6), wherein said bidding interface provides for said bidding entity 
submitting more than one said bid in response to said posting (see para. 66 lines 4-5). 

23. As per Claim 25, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches wherein said posting is received from a posting entity, and 
wherein said posting entity is not required to accept said successful bid (see para. 71 
lines 3-7). 

24. As per Claim 26. Moshal teaches the system of claim 17 as described above. 
Moshal further teaches wherein said posting is received from a posting entity (see para. 
71 lines 3-7), the limitation, " and wherein said posting entity is a group travel 
coordinator"' is considered non-functional descriptive material and as such is afforded 
little patentable weight. 

25. As per Claim 30, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches wherein said reverse auction heuristic is performed in a 
substantially real-time manner (see para. 43 lines 11-15 and para. 44 lines 11-14). 

26. As per Claim 33, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches, wherein at least one said bid is associated with a special 
condition (see para. 96 lines 17-25). 
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27. As per Claim 34, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches, wherein said server is configured to receive an acceptance 
relating to said successful bid (see para. 96 lines 8-11). 

28. As per Claim 36, Moshal teaches populating a database with a plurality of 
participating bidders (see para. 69 lines 2-8); configuring a plurality of reverse auction 
parameters (see para. 44 lines 11-16; para. 88 and 89); providing an online form to 
accept postings from a plurality of potential buyers (see para. 260 and Fig. 12); 
performing a reverse auction in accordance with at least one said reverse auction 
parameter (see para. 113 lines 4>6); and transmitting an offer to at least one said 

* 

potential buyer, wherein said offer is generated using said successful bid (see para. 
253); wherein said reverse auction allows at least one said participating bidder to submit 
more than one said bid in response to said posting (see para. 71 lines 3-7). The 
limitation, "to identify a successful bid from a plurality of bids received form said plurality 
of participating bidders" is merely a statement of intended use and as such is afforded 
little patentable weight. 

29. As per Claim 37, Moshal teaches the method of claim 36 as described above. 

■ 

Moshal further teaches wherein at least one bid in said plurality of bids is an automated 
bid (see para. 55 lines 7-11). 

30. Claim 35 is rejected under 35 U.S.C. 102(b) as being anticipated by Tokiwa U.S. 
Pre-Grant Publication No. 2002/0002529 A1. 

31. As per Claim 35, Tokiwa teaches, a buyer interface, a posting (see para. 33 lines 
4-9); a reservation (see para. 38 lines 9-12 and para. 29 lines 1-3); wherein said buyer 



I 
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interface provides for submitting said posting (see para. 12 lines 2-3); wherein said 
buyer interface provides for receiving said reservation in response to said posting in a 
substantially real-time manner (see para. 37 lines 11-24); and wherein said posting 
includes a location, a price, a number of rooms, and a check-in date (see para. 38 lines 
10-13). Examiner notes, although Tokiwa discloses the limitation, "wherein said posting 
includes a location, a price, a number of rooms, and a check-in date", the limitation is 
considered non-functional descriptive material and as such is afforded no patentable 
weight. 

Claim Rejections - 35 USC § 103 

32. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

33. Claims 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Moshal U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Tokiwa et al. U.S. 
Pre-Grant Publication No. 2002/002529 Al. 

34. As per Claim 21 , Moshal teaches the system of claim 17 as described above. 
Moshal does not explicitly teach wherein said posting relates to a plurality of rooms. 
Tokiwa teaches, The offer conditions registered includes the offer number (i.e., a serial 
number), name of purchaser, name of regions 1 to 3 for staying overnight, date, desired 
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purchase price, and desired number of rooms (see para. 38 lines 10-13) It would have 
been prima facie obvious to one of ordinary skill in the art at the time of invention to 
modify the system of Moshal to include the teachings of Tokiwa to include wherein said 
posting relates to a plurality of rooms to determine a match between sales and offer 
conditions, as taught in Tokiwa para. 37 lines 1-3. 

35. As per Claim 22, Moshal teaches the system of claim 17 as described above. 
Moshal does not explicitly teach wherein said successful bid relates to a plurality of 
rooms. Tokiwa teaches, The offer conditions registered includes the offer number (i.e., a 
serial number), name of purchaser, name of regions 1 to 3 for staying overnight, date, 
desired purchase price, and desired number of rooms (see para. 38 lines 10-13). It 
would have been prima facie obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Moshal to include the teachings of Tokiwa to 
determine a match between sales and offer conditions, as taught in Tokiwa para. 37 
lines 1-3. 

36. As per Claim 23, Moshal teaches the system of claim 22 as described above. 
Moshal does not explicitly teach wherein said plurality of rooms relate to a plurality of 
hotels. Tokiwa teaches wherein said plurality of rooms relate to a plurality of hotels (see 
Fig. 5B). It would have been prima facie obvious to one of ordinary skill in the art at the 
time of invention to modify the system of Moshal to include the teachings of Tokiwa to 
determine a match between sales and offer conditions, as taught in Tokiwa para. 37 
lines 1-3. 
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37. Claims 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moshal U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Faber et al. 
U.S. Patent No. 6,519,570 B1. 

38. As per Claim 27, Moshal teaches the system of claim 17 as described above. 
Moshal further teaches a plurality of bidding entities, wherein said server is configured 
to receive said plurality of bids from said plurality of bidding entities (see para. 66 lines 
4-6); Moshal does not explicitly teach said plurality of bids including a first bid and a 
second bid, wherein said plurality of bidding entities a first bidding entity and a second 
bidding entity, wherein said first bid is submitted by said first bidding entity, wherein said 
second bid is submitted by said second bidding entity. Faber teaches a plurality of bids 
including a first bid and a second bid, wherein said plurality of bidding entities a first 
bidding entity and a second bidding entity, wherein said first bid is submitted by said first 
bidding entity, wherein said second bid is submitted by said second bidding entity (see 
Col. 7 lines 54-67; Col. 8 lines 1-15 and Col. 10 lines 37-40 and 49-51). It would have 
been prima facie obvious to one of ordinary skill in the art at the time of invention to 
modify the system of Moshal to include the teachings of Faber to permit multiple 
customer bidding on a service, as taught in the Abstract of Faber. 

39. As per Claim 29, Moshal in view of Faber teaches the system of claim 27 as 
described above. Moshal does not explicitly teach wherein said first bid is accessible by 
said second bidding entity. Faber teaches, For example, the customer may be informed 
over a telephone connection of his current position in the queue and of a price being 
offered by other customers in the queue. Additionally, the system may receive a bid 
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over the telephone connection via the telephone keypad or with voice-recognition 
software (see Col. 7 lines 43-46). It would have been prima facie obvious to one of 
ordinary skill in the art at the time of invention to modify the system of Moshal to include 
the teachings of Faber to encourage a higher bid by a second bidder, as taught in Faber 
Col. 8 lines 10-22. 

40. Claims 28 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Moshal U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Faber et al. 
U.S. Patent No. 6,519,570 B1 in further view of Official Notice. 

41 . As per Claim 28, Moshal teaches the system of claim 17 as described above. 
Moshal does not explicitly teach wherein said first bid is hidden from said second 
bidding entity. Official Notice is taken that hiding a first bid from a second bidding entity 
is old and well known in the art of auctioning. It would have been prima facie obvious to 
one of ordinary skill in the art at the time of invention to modify the systems of Moshal 
and Faber to include the teachings of Official Notice to encourage a higher bid by a 
second bidder. 

42. As per Claim 38, Moshal teaches the method of claim 36 as described above. 
Moshal does not explicitly teach wherein said plurality of bids includes a first bid and a 
second bid, wherein said plurality of participating bidders includes a first bidder and a 
second bidder. Faber teaches wherein said plurality of bids includes a first bid and a 
second bid, wherein said plurality of participating bidders includes a first bidder and a 
second bidder (see Col. 7 lines 54-67; Col. 8 lines 1-15 and Col. 10 lines 37-40 and 49- 
51). It would have been prima facie obvious to one of ordinary skill in the art at the time 
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of invention to modify the method of Moshal to Include the teachings of Faber to permit 
multiple customer bidding on a service, as taught in the Abstract of Faber. Moshal does 
not explicitly teach and wherein said first bid is hidden from said second participating 
bidder. Official Notice is taken that hiding a first bid from a second bidding entity is old 
and well known in the art of auctioning. It would have been prima facie obvious to one of 
ordinary skill in the art at the time of invention to modify the methods of Moshal and 
Faber to include the teachings of Official Notice to encourage a higher bid by a second 
bidder. 

43. Claim 31 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moshal 
U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Official Notice. 

44. As per Claim 31 , Moshal teaches the system of claim 17 as described above. 
Moshal does not explicitly teach, a plurality of completed 

membership forms from a plurality of bidding entities, wherein each said bidding entity 
submitting said bids is associated with at least one said completed membership form. 
Official Notice is taken that a plurality of completed membership forms from a plurality of 
bidding entities, wherein each said bidding entity submitting said bids is associated with 
at least one said completed membership form is old and well known in the art of auction 
management. It would have been prima facie obvious to one of ordinary skill in the art at 
the time of invention to modify the system of Moshal to include the teachings of Official 
Notice to maintain a record of bidding entities. 
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45. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Moshal 
U.S. Pre-Grant Publication No. 2001/0042041 A1 in view of Holden et al. U.S. Pre- 
Grant Publication No. 2001/0032175 A1. 

46. As per Claim 32, Moshal teaches the system of claim 17 as described above. 
Moshal does not explicitly teach, a plurality of completed bid submission forms, wherein 
each said bid is associated with at least one said completed bid submission form. 
Holden teaches, Once a bid has been placed, a confirmation screen is displayed 
acknowledging that the bid has been accepted. Only valid, winning bids are 
accepted. If the bid is not accepted, an explanation screen is displayed for 

the bidder to explain why the bid was not allowed. The bidder can then go back 
to the bidding screen to correct the bid, or view the latest status (see para. 65) . It would 
have been prima facie obvious to one of ordinary skill in the art at the time of invention 
to modify the system of Moshal to include the teachings of Holden to allow bid 
acknowledgement, as taught in Holden para. 65. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tonya Joseph whose telephone number is 571-270- 
1361. The examiner can normally be reached on Mon-Fri 7:30am-5:00pm First Fridays 
off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571 272 0847. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tonya Joseph 
Examiner 
Art Unit 3628 




